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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1)13 Responsive to communication(s) filed on 14 September 2004 . 
2a)D This action is FINAL. 2b)E3 This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) ES Claim(s) 1-4. 6. 8-72, 14-20. 22. 24-29.31. 33-37 and 39-45 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) 13 Claim(s) 1-4.6.8-12. 14-20. 22.24-29. 31. 33-37 and 39-45 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1 ) □ Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-413) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. . 

3) □ Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 5 ) d Notice of Informal Patent Application (PTO-152) 

Paper No(s)/Mail Date . 6) CD Other: . 
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The reply filed on 9-14-04 is not fully responsive to the prior Office 
Action because it fails to conform to the provisions of MPEP 714.03: 

37 CFR 1.111. Reply by applicant or patent owner to a non-final Office action. 

(b) In order to be entitled to reconsideration or further examination, the applicant 
or patent owner must reply to the Office action. The reply by the applicant or 
patent owner must be reduced to a writing which distinctly and specifically points 
out the supposed errors in the examiner's action and must reply to every ground 
of objection and rejection in the prior Office action. The reply must present 
arguments pointing out the specific distinctions believed to render the claims, 
including any newly presented claims, patentable over any applied references. If 
the reply is with respect to an application, a request may be made that objections 
or requirements as to form not necessary to further consideration of the claims be 
held in abeyance until allowable subject matter is indicated. The applicant's or 
patent owner's reply must appear throughout to be a bona fide attempt to 
advance the application or the reexamination proceeding to final action. A general 
allegation that the claims define a patentable invention without specifically 
pointing out how the language of the claims patentably distinguishes them from 
the references does not comply with the requirements of this section. 

(c) In amending in reply to a rejection of claims in an application or patent under 
reexamination, the applicant or patent owner must clearly point out the 
patentable novelty which he or she thinks the claims present in view of the state 
of the art disclosed by the references cited or the objections made. The applicant 
or patent owner must also show how the amendments avoid such references or 
objections. 

Where a bona fide response to an examiner's action is filed before the expiration 
of a permissible period, but through an apparent oversight or inadvertence some 
point necessary to a complete response has been omitted - such as an 
amendment or argument as to one or two of several claims involved or signature 
to the amendment - the examiner, as soon as he or she notes the omission, 
should require the applicant to complete his or her response within a specified 
time limit (usually one month) if the period for response has already expired or 
insufficient time is left to take action before the expiration of the period. If this is 
done the application should not be held abandoned even though the prescribed 
period has expired. 

Specifically, the 35 U.S.C 112, second paragraph rejection of claims 1- 
4, 6, 8-12, 14-20, 22, 24-29, 31, 33-37 and 39-45 for the language, "that of 
a conventional, grounded heat sink," has not been addressed. 

Because the response appears to be bona fide, but through an 



apparent oversight or inadvertence the response is incomplete, and in order 
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to continue to afford applicant the benefit of compact prosecution, the 
requirement to complete the response within a one month time limit is 
waived, the amendment is entered, and the claims are examined on the 
merits. 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and 
distinctly claiming the subject matter which the applicant regards as his invention. 

Claims 1-4, 6, 8-12, 14-20, 22, 24-29, 31, 33-37 and 39-45 are 
rejected under 35 U.S.C. 112, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

In claims 1, 22, 24 and 25 there is insufficient antecedent basis for the 
language "that of a conventional, grounded heat sink." To continue to afford 
applicant the benefit of compact prosecution, it is noted that the limitation, 
"lead inductance," cannot be the antecedent basis for the language "that of 
a conventional, grounded heat sink" because a heat sink cannot have a lead 
inductance. 

In claims 1, 22, 24 and 25 the scope of the limitation "a different lead 
inductance" is indeterminable because the term different denotes a 
comparison, but that which the lead inductance is compared to is not recited 
or otherwise determinable. 
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Claims 1-4, 6, 8-12, 14-20, 22, 24-29, 31, 33-37 and 39-45 have not 
been rejected over the prior art because, in light of the 35 U.S.C. 112 
rejections supra, there is a great deal of confusion and uncertainty as to the 
proper interpretation of the limitations of the claims; hence, it would not be 
proper to reject the claims on the basis of prior art. As stated in In re 
Steele, 305 F.2d 859, 134 USPQ 292 (CCPA 1962), a rejection should not be 
based on considerable speculation about the meaning of terms employed in 
a claim or assumptions that must be made as to the scope of the claims. 
Also see In re Wilson, 424 F.2d 1382, 165 USPQ 494 (CCPA 1970) (if no 
reasonably definite meaning can be ascribed to certain claim language, the 
claim is indefinite, not obvious). See also MPEP 2143.03 and 2173.06. 

For information on the status of this application applicant should check PAIR: 

Status information for published applications may be obtained from either Private PAIR or 
Public PAIR. Status information for unpublished applications is available through Private PAIR 
only. For more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business Center 
(EBC) at 866-217-9197 (toll-free). 

Alternatively, applicant may contact the File Information Unit at (703) 308-2733. 
Telephone status inquiries should not be directed to the examiner. See MPEP 
1730VIC, MPEP 203.08 and MPEP 102. 

Any other telephone inquiry concerning this communication or earlier communications from the 
examiner should be directed to David E. Graybill at (571) 272-1930. Regular office hours: 
Monday through Friday, 8:30 a.m. to 6:00 p.m. 
The fax phone number for group 2800 is (703) 872-9306. 
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